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AM Claim(s) m is/are pending in the application. 
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DETAILED ACTION 
Specification 

AppHca„tUre»ndedoftheproper,a„guagea„dfonnatfora„abs.rac.of.hed,so,os^ 
Thefon„andlega.phraseologvofte„used«,p^^^^^^^^^^^ 

The language Should beclea. and concise and sta^^^^^^^^^ 

Information Disclosure Statement 

The reference of Branden et al.. lu^Mmmm^^. 
249(1992). cited in the ms received on July .7.2000 (PaperNo, 4). hasno. been considered 

because no translation has been provided. 

Claim Rejections - 35 USC§112 
The following is a quotation of the second paragraph of 35 U S C. 112: 

™bA«wWohfl.eappU»n.r^rdsa,h.s,„— 

Claims 1-10 are reieCed under 35 U.S.C. 112. second paragraph, as being indefinite for 
failingtopanicularlypointoutand distinctly claim the subjeotn^atterwhichappUcantregardsas 

the invention. 

Claimsl-lOare indefinite for failing to reciteafnal process step which agrees back with 
*e preamble. Whilentinor details are not required in method/process cairns, at least the basic 

.epsmustberecitedinapositive.ac.ivefashion. See 3 USPQ2d, . >01 1 (Bd. 
PatAppInt.l9S6),Fore.ample,C,aimsM0aredrawntoan.ethodofpredictingascaffo.dof 
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a protein, ye. the claims recite a final step choosing at least one template protein among the 
reference proteins. The claims do not set forth the conditions/state when the method has been 
completed [i.e., NEEDS TO AGREE WITH PREAMBLE]. 

Claims 1-10 are indefinite for the recitation of the phrase, "whose three-dimensional 
structure is known or predictable," because it becomes unclear when the structure is known and 
to whom the structures are known. Amending the claims recite, whose three-dimensional 
structure is predetermined, would overcome this rejection. 

Claim 1-10 are indefinite for the recitation of the phrase, "environmental information on 
each amino acid residue," because it is ambiguous whether the phrase means that the 
environmental information is "physically on the residue." or the information is of the amino acid 
residues. Amending the phrase to recite, "enviromnental information of each amino acid 
residue," would overcome this rejection. 

Claims 1-10 are indefinite for the recitation of the phrase, "choosing at least one template 
protein among the reference proteins." because it is unclear when the template protein is a 
reference protein or a separate protein in the pool of the reference proteins. For the purpose of 
prosecution, the phrase is assumed to read on the phrase, "choosing at least one protein as a 
template protein from the reference proteins." 

Claim 2 is indefinite because it is unclear what criteria is applied when the reference 
protein isdivided into two or more segment sequences based onthe three-dimensional stmcture 

of the reference protein. It is unclear what is meant by the phrase, "based on the three- 
dimensional structure of the reference protein." 
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aata3isi„defi„i.eforthereo,ta,io„ of the phrase, "core segment sequences which 

.hs— pa«.pa.e>„.he— n^ecauseUisvasuean.,^^^^^^^^^ 

.,ue„ceWe.e.P— .or—ianv pa..^^^^^^^ 

defined in the specification, rendering the claims vague and indefinite. 

aain,4isindefinitefor.herecita.ionofthephrase,"n,a.chingisconductedbasedo„the 

..r.ationonthedegreeof.nria,intot.ei„sideonheprote.„"hecauseitisnotset.rth.^^^ 

is being buried into the inside of the protein, 

C,atn,7is indefinite for because the sub-step (b)is redundant of sub-step(a). sub-step 

(,a,read,re,uiresthe,in,.tation"optio„a.,yco„sideringgapsatoneendorbothe„ds,"thus 
consideration of more than one gap. 

Claim Rejections - 35 USC § 101 

35 U S C 101 reads as follows: 

requirements of this title. 

. A ,.TTSC 101 becausethe claimed invention is directed to 
Claim 11 is rejected under 35 U.S.t. lUi 

non-statutory subject matter. 

Oatabaseisconsideredanon-statutorv subject tnatterbecausethedatabaseitseif, does 

.pabUit,oftheco.puter,«h.chco™priseaco.puterreadab.e™ediMoopera.einad..erent 

icextenditsoperation. A software on a computer readabie ntedia (a fi.nctiona. 
des;riptive.nateria,),forexa.p.e,wou,dbestatuto. subject ^atterbecauseitsinstaiiation 
™ou,de.tendthecon,puter.scapabi,it,.oopera,e,producingusefidresu,.s.hetherthe.be 
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"number crunching, outputting number, e,c. A database, however, is analogous to a music CD 
ROM. a nonfunctional descriptive material (MPEP 2106). a „on-s,atu.oo- subject matter. CD 
ROM containing music is certainly on a computer readable media. I,, however, is a non- 
statutory subject matter because its installation into the computer does not produce a "use&l, 
concrete and tangible result" which extend the computer's capability. MPEP 2106-.(b) states 
that: 

"Descriptive material that cannot exhibit any functional interrelationship with the way in 

mMmm 

Since database is a mere collection and/or arrangemem of data on a computer-readable 
media, and it does no. extend the computer's capability to produce a use&l result, it is 
considered non-statutory subject matter. 

Merely claiming nonfunctional descriptive material stored in a computer-readable 
medium does not make a claim statuto,, (MPEP 2106(1)). Descriptive material that cam.ot 
exhibit any functional interrelationship with the way in which computing processes are 
performed does not constitute a statutory process, machine, manufacture or composition of 
matter and should be rejected under 35U.S.C. 101 (MPEP 2106(b)). 

Where certain types of descriptive material, such as music, literature, art, photopaphs 
and mere arrangements or compilations of facts or data, are merely stored so as tobe read or 

outputted by a computer without creating any functional interrelationship, e.ther as part of the 



^ Page 6 

Application/Control Number: 09/508,527 

Art Unit : 1631 

,„ea..aor.spa«on.eoo™pu.nSProcessespe.onneaW*eco.p.eMHensuoH 
aescHp.:ve™a.eHaU,o..oes„oU™pa«— aU.aheno*eaa«^ 
.eco.pu.e,-.ns.s.o»ao.,wH.H.eco™e — wHen^eya^^ 
.,00.. — .peop..Co™p.e.p.ocessaa.a.*o.a„.— ^ 

data represents (See also MPEP 2106(b)). 

Claim Rejections - 35 USC §102 
X.e«isa,uo..„or.eapp.op.a.p.a.apHsof3SU.SC,O..Ka.foon*e 

.asisfortherejeaionsunderthisseCionmadeinthisOfficeaction: 

cairns 1-8. 10. and U are rejected under 35 U S ,02(a) as being amidpated by 

Bystroff et al. (Joumai of Moiecuiar Biology. 1998. vo.^ 281, pages 565-577). 

C,ain,sl-8andl0aredrawn,oan,ethodofprediCingast™ctureofa,ueryprote,„v.a 

,.,,.bree-din.ensiona,da.abaseandeon,parisono.eg™enrso.be.e.prorein»^ 

.,,,„,„.,.owns.r.c.rein.bedarabas.Bnrbod,™en.aredra™..bei.ra^ 

aaualoo»parisonprocedures(i,e. pacing, orhydrophobic or hydrophmic). 

Caimllis drawn .oathree dimensional database con^prisingenvironnremal 



information 



Bystroffeta.,disc,osesacon,puteH.edme.hodofpredictingloca,stn.cture.npro.e,ns 

„,,.,.aryo.e,uence-str.cture.ot,Mor.breedi.ension.databases)(M^^^^^^^ 
.Hedatabasersdisclosedasbavngin— regardingtype-n.tt.m.atlayedbe,.,a 

,„„inatedHe,ix,ba*bonetorsionang,es(orenviron^ 
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3,„e„.s,o«o.pa.asraph,l»co,u™,PP.566,THep.ea>«io„..^^^ 

confidence scoring (l" column, pp. 567). 

.Hea-U.a,io„of— so„s.epsis„oteKpao.v««.>s.^^^^^^^ 

.ha, an ordinarily skilled anisan is knowledgeable of such steps. 

Therefore Bystroffet al anticipates the invention as clain^ed. 

Claim Rejections - 35 VSC §103 

„f?MISC 103(a) which forms the basis for all 
The following is a quotation of 35 U.!..C. lu^w 

obviousnessrejectionssetforthinthisOfficeaction: 

manner in which the invention was made. 

C,ain,s9andlOarerejecteaunder35U.S.C..03(a)asbeingunpatentab,eoverBystroff 
^,^,^^,^,,,„,,„.Sandllabove,and.rtheri„viewof.uthyetal (Nature,... 

356, pages 83-85 IDS #7, paper no. 4). 

Bystro. et aide not d,sc.osethe.ethod.rthercon,pr,singthestepofnor.aU.ngthe 

scoresbyusingaselfmatchingscore. 

Luthyetaldisc,osea.nethodofse.fn,atchingnorn..ization(Abstractande„t,re 

"^t«,dbavebeenob..oustooneofordinaryski,Hntheartatthet,metheinv^^^^^^ 

„.„aaetoco.b.netheteachingsofBystro.etaland.uthyetaltoarri.eatthe.n— 

..edbecausebydo.„gso,theordinari,yskiUedart,sanwou,dhavebee„ab.etoconf.r.the 
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p.dic.edst™ctureproducedbytheme,hodofBystroffe.a..by,he.eaohi„gsLu.hyeta,.0„e 

of ordinary skill in the an would have been motivated with .he motivation g.ven by Luthy et al. 
whereinthey disclose that, "the challenge(verifyingtha. final predicted protein structure is 
co.ect)is to distinguish betweenamistraced or wronglyfoldedn^odeUnd one that is basrcally 

correct " and disclose that their teaching, is an effective test of the accuracy of a 3D protein 
model, comparing the model to its own amino-acidse,uence(selfn,a.ching)(Abstrac. and 

Figure 1). 

Therefore, the invention as claimed is obvious over the cited references. 
No claims are allowed. 

Inquiries 

Any .,„i. concern., th™^^^ 

Examiner should be d.rec ed to ^'■'>"^^-^'^^.;^^^ ^l^M p.m. Monday through 
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Thursday. If attempts to reach the Eiammer Dy le p 308.4028. Papers 

Examiner's supervisor, Michael Woodward "fj'/jf^; transmission. The 

related to this application may "^^^"^'^^^'^"e "^^^^ fn the Official Gazette, 1156 
faxing of such papers '^4 ^CX" 28, 1993) (see 37 CFR 1.6(d)). 

OG 61 (November 16, 1993) and 1157 'j* (^'"'Jf ' / should be retained by 

NOTE: If applicant does fJ^P^''^ ^'^,^'1^'^'^"^^ SHOULD BE 

308-0196. <rS^^P"-0 
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